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Response to Amendment 

This Office Action is in response to a communication made on November 7, 

2008. 

Claims 36-37 have been newly added. 

Claims 1-20 and 22-37 are pending in this application. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-20 and 36 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Based on Supreme Court precedent and recent Federal Circuit decisions, the Office's 
guidance to examiners is that a §1 01 process must (1 ) be tied to another statutory class (such as a 
particular apparatus) or (2) transform underlying subject matter (such as an article or materials) to a 
different state or thing. If neither of these requirements is met by the claim, the method is not a patent 
eligible process under §101 and should be rejected as being directed to nonstatutory subject matter. 

An example of a method claim that would qualify as a statutory process would be a claim that 
recited purely mental steps. Thus, to qualify as a §101 statutory process, the claim should positively 
recite the other statutory class (the thing or product) to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter that is being 
transformed, for example by identifying the material that is being changed to a different state. 



John Love; Clarification of "Processes" under 35 USC §101 , 1J3-4 (May 15, 
2008); available at 
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http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/section_101_05_15_2008. 
pdf (last visited October 22, 2008). 

Regarding claims 1 and 36, the claim recites a method of performing 
categorizing, matching, classifying, selecting and delivering. These are actions are not 
tied to a particular apparatus that accomplishes the method steps or identify any 
material that is being changed to a different state. 

Claims 2-20 are non-statutory under the same rationale as claim 1 . 

Double Patenting 

Claims 5 and 30 are objected to under 37 CFR 1 .75 as being a substantial 
duplicate of claims 36 and 37. When two claims in an application are duplicates or else 
are so close in content that they both cover the same thing, despite a slight difference in 
wording, it is proper after allowing one claim to object to the other as being a substantial 
duplicate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3-5, 23, and 26-28 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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Claims 5 and 27 recite "a selected message" while the claim each depends on, 
claims 1 and 22, teach selecting a message. It is unclear from claim 5 whether a 
selected message is the same message that was previously selected in claim 1 or a 
different second message. 

Claims 3-4 recite "the message." It is unclear from the claim whether this "the 
message" is one of the plurality of messages, one of the plurality of matched messages, 
or the selected message. 

Claim 23 recites "the messages." It is unclear from the claim whether this "the 
message" is one of the plurality of messages or one of the plurality of matched 
messages 

Claim 26 recites "a message." It is unclear from the claim whether this "the 
message" is one of the plurality of messages, one of the plurality of matched messages, 
the selected message or a newly disclosed message. 

Claim 28 recites "the messages transmitted to the content site." Claims 27 and 
22 only recites sending one selected message to the content site so it is unclear what is 
indicated by "the messages." 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-15, 17-20, and 22-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Alberts (5937392) in view of Eldering (6216129), and in further 
view of Cezar (6584492). 

Regarding claim 1, Alberts teaches a method of distributing advertisements to a 
medium, the method comprising: 

determining a message categorization for each of a plurality of messages, each 
message containing a corresponding advertisement (Column 7, lines 22 - 31); 

classifying a plurality of messages according to a target criterion (Column 7, lines 
22-31); 

selecting a message from the plurality of matched messages using a selection 
criterion, the selection criteria (Column 4, lines 46 - Column 5, line 6, where the ads are 
selected based on a rotational system based on the frequency they were intended to be 
presented); and 

delivering the selected message to the content site the message comprising a 
format adapted to display the corresponding content site (Column 2, lines 62 - 67). 

Alberts does not explicitly indicate a price associated with the message or that 
specific content sites have categorizations where the site categorization is matched with 
the message categorization. 

Eldering teaches an advertisement selection system that includes a cost or price 
associated with the message (Column 1 1 , lines 1-11; Column 1 3, lines 55 - 67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Eldering's teaching of including pricing information within the 
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message selection criteria to optimize the price the advertiser is getting charged for the 
most effectively targeted ads. 

Cezar teaches an ad campaign system that classifies both the messages and the 
websites (Col. 7, lines 20 - 32; Col. 8, lines 3-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Cezar's teaching of having website categorization so that 
ads can be better targeted to websites rather than just limited those ads based on client 
search terms. 

Regarding claim 22, Alberts teaches a system for distributing advertisements to 
a medium, the system comprising: 

a database containing a plurality of messages organized by a targeting 
classification (Column 7, lines 22 - 31 ); 

a content inventory and inventory and deal manager configured to determine a 
message categorization for each of a plurality of messages (Column 7, lines 22 - 31 ) 
and select a message from the plurality of matched messages according to a selection 
criteria (Column 4, lines 46 - Column 5, line 6, where the ads are selected based on a 
rotational system based on the frequency they were intended to be presented); and 

a message server configured to transmit the selected message from the 
database to a content site (Column 2, lines 62 - 67). 

Alberts does not explicitly indicate a cost associated with the message or that 
specific content sites have categorizations where the site categorization is matched with 
the message categorization. 
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Eldering teaches an advertisement selection system that includes a cost or price 
associated with the message (Column 1 1 , lines 1-11; Column 1 3, lines 55 - 67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Eldering's teaching of including pricing information within the 
message selection criteria to optimize the price the advertiser is getting charged for the 
most effectively targeted ads. 

Cezar teaches an ad campaign system that classifies both the messages and the 
websites (Col. 7, lines 20 - 32; Col. 8, lines 3-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Cezar's teaching of having website categorization so that 
ads can be better targeted to websites rather than just limited those ads based on client 
search terms. 

Regarding claim 33, Alberts teaches a system for distributing advertisements to 
a medium, the system comprising: 

an advertiser campaign manager configured to generate a plurality of campaigns 
(Column 3, lines 30 - 33), each campaign comprising a plurality of messages (Column 
3, lines 34 - 54), targets (Column 7, lines 22 - 31), each message having an associated 
advertisement (Column 3, lines 30 - 33); 

a storage device for storing the plurality of campaigns (Column 3, lines 30 - 33); 

a content inventory and deal manager configured to classify the plurality of 
messages (Column 7, lines 22 - 31 ); 
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a marketplace configured to select a message from the database for distribution 
to a content site according to a selection criteria, the selection criteria including a 
business rule of the content site (Column 4, lines 46 - Column 5, line 6, where the ads 
are selected based on a rotational system based on the frequency they were intended 
to be presented); and 

a message server configured to transmit the selected message to a content site 
(Column 2, lines 62 - 67), wherein the marketplace is coupled to the advertiser 
campaign manager, the storage device, the content inventory and deal manager, and 
the message server (Column 1 , lines 58 - 65). 

Alberts does not explicitly indicate a cost associated with the message or that 
specific content sites have categorizations where the site categorization is matched with 
the message categorization to target the messages to the content. 

Eldering teaches an advertisement selection system that includes a cost or price 
associated with the message (Column 1 1 , lines 1-11; Column 1 3, lines 55 - 67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Eldering's teaching of including pricing information within the 
message selection criteria to optimize the price the advertiser is getting charged for the 
most effectively targeted ads. 

Cezar teaches an ad campaign system that classifies both the messages and the 
websites (Col. 7, lines 20 - 32; Col. 8, lines 3-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Cezar's teaching of having website categorization so that 
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ads can be better targeted to websites rather than just limited those ads based on client 
search terms. 

Regarding claim 2, Alberts teaches the method of claim 1 , wherein the selection 
criterion is that the content site meets one of a target, payment, and constraint of a 
message deal associated with the selected message (Column 4, lines 46 - Column 5, 
line 6, where the ads are selected based on a rotational system based on the frequency 
they were intended to be presented). 

Regarding claim 3, Alberts teaches the method of claim 1, wherein the message 
is automatically generated based on a characteristic of the content site (Column 7, lines 
22-31). 

Regarding claims 4 and 23, Alberts teaches the method of claims 1 and 22, 
wherein the message is selected from the group consisting of a text message, a video 
message, and an audio message (Column 1 , lines 9-12). 

Regarding claim 5, Alberts teaches the method of claim 1 , further comprising 
tracking the delivery of a selected message, thereby generating tracking information 
(Column 4, lines 4 - 6). 

Regarding claims 6 and 24, Alberts teaches the method of claims 1 and 22, 
wherein the selection criteria comprises a ranking of each of the plurality of messages 
(Column 4, lines 46 - Column 5, line 6, where the ads are ranked based on constants 
attempting to create a desired frequency of selection of the ads). 

Regarding claims 7 and 25, Alberts teaches the method of claims 6 and 24. 
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Alberts does not explicitly indicate wherein the ranking is performed using one or 
more price metrics, each price metric related to a cost of displaying the advertisement 
on the media. 

Eldering teaches an advertisement selection system that includes a cost or price 
associated with the message which factors into selection of ads (Column 1 1 , lines 1 - 
11; Column 13, lines 55-67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Eldering's teaching of including pricing information within the 
message selection criteria to optimize the price the advertiser is getting charged for the 
most effectively targeted ads. 

Regarding claim 8, Alberts teaches the method of claim 7, wherein the selection 
criterion further comprises a ratio of the display count of the advertisement to a display 
count of the remaining advertisements in the category (Column 7, lines 32 - 45, where 
categorical ads are attempted to be selected when the system determines they are 
most effective, but ultimately the system is designed to produce a ratio of displayed 
items as seen in column 6, line 50 - column 6, line 1 0). 

Regarding claim 9, Alberts teaches the method of claim 1 , wherein classifying 
the plurality of messages is performed according to a classification scheme (Column 7, 
lines 22-31). 

Regarding claim 10, Alberts teaches the method of claim 1 , wherein the target 
criterion is that an advertisement is related to a characteristic of data related to a user 
(Column 7, lines 7-21). 



Application/Control Number: 10/767,050 Page 1 1 

Art Unit: 2456 

Regarding claim 11, Alberts teaches the method of claim 10, wherein the 
characteristic is a topic entered by the user into a Web page (Column 7, lines 22 - 31 ). 

Regarding claim 12, Alberts teaches the method of claim 10, wherein the 
characteristic is a keyword supplied to a search engine (Column 7, lines 22 - 31 , where 
a user access information on the internet through search engines). 

Regarding claim 13, Alberts teaches the method of claim 10, wherein the 
characteristic is a demographically identifiable content (Column 7, lines 9 - 21 ; see also 
Eldering, Column 6, lines 52 - 58). 

Regarding claim 14, Alberts teaches the method of claim 10, wherein the 
characteristic is a geographically identifiable content (Column 7, lines 9-21). 

Regarding claim 15, Alberts teaches the method of claim 1 , wherein the 
medium comprises a node on the Internet (Figure 1, element 10). 

Regarding claims 17, 18, 19, and 20, Alberts teaches the method of claim 1 . 

Alberts does not explicitly indicate wherein the medium comprises a television 
set, radio signal, and non-electronic newspaper. 

Eldering teaches an advertisement system that includes directing ads to may 
mediums besides the internet, these mediums include a television set (Column 5, lines 
57 - 63), radio signal (Column 5, lines 41 - 50), and non-electronic newspaper (Column 
6, lines 17-21). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Eldering's teaching of increasing the range of the campaign 
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advertising system in Alberts to include mediums of communication besides websites 
and the internet to further expand an advertiser's ability to target advertisements. 

Regarding claim 26, Alberts teaches the system of claim 24, wherein the 
ranking criterion is related to the number of times that a message has been displayed 
on a medium (Column 4, lines 4 - 6). 

Regarding claim 27, Alberts teaches the system of claim 22, further comprising 
a marketplace coupled to the content inventory and deal manager, the marketplace 
configured to transmit a selected message to a content site (Figure 1, where the 
inventory is the database, the central controller is the manager, and the marketplace is 
the ad servers). 

Regarding claim 28, Alberts teaches the system of claim 27, further comprising 
a tracking server coupled to the marketplace, the tracking server configured to collect 
data on the messages transmitted to a content site (Column 4, lines 4 - 6). 

Regarding claim 29, Alberts teaches the system of claim 28, further comprising 
an advertiser and campaign manager coupled to the marketplace, the advertiser and 
campaign manager configured to manage campaigns, thereby generating a set of 
message deals that content sites can accept or reject (Column 3, lines 30 - 54, where 
the message deals is the agreed upon frequency of display certain advertisements will 
receive within the system). 

Regarding claim 30, Alberts teaches the system of claim 29, further comprising 
an advertiser reporting system coupled to the marketplace, the advertiser reporting 



Application/Control Number: 10/767,050 Page 13 

Art Unit: 2456 

system configured to collect data on message deals and generate reporting data 
(Column 4, lines 11 -32). 

Regarding claim 31, Alberts teaches the system of claim 27, wherein the 
marketplace is further configured to transmit a message to a content site in response to 
a message deal of a message matching a business rule of the content site (Column 3, 
lines 58 - Column 4, line 3; Column 3, lines 34 - 54, where the business rule is the 
ratios and frequency of display the advertisement will receive). 

Regarding claim 32, Alberts teaches the system of claim 22, wherein the 
content inventory and deal manager is configured to generate a tag embedded in a 
page configured to be transmitted to a content site, the tag identifying a location in the 
page for displaying the advertisement (Column 1 , lines 1 0 - 20). 

Regarding claim 34, Alberts teaches the system of claim 33, wherein the 
content inventory and deal manager is configured to classify the plurality of messages 
according to one of content classification, a demographic classification, or a geographic 
classification (Column 7, lines 7 - 21 ). 

Regarding claim 35, Alberts teaches the system of claim 33, wherein the 
advertiser campaign manager is configured to automatically generate a message based 
on the metadata of a product or service being advertised (Column 3, lines 60 - 64). 

Regarding claim 36, the claim is rejected under the same rationale as claim 5. 

Regarding claim 37, the claim is rejected under the same rationale as claim 30. 
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Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Alberts in view of Eldering and Cezar, and further in view of Kaneko (6993553). 

Regarding claim 16, Alberts teaches the method of claim 1 . 

Alberts does not explicitly indicate wherein the medium comprises a mobile 
phone display. 

Kaneko teaches a system for delivering and displaying advertisements onto 
mobile phones (Column 5, lines 20 - 22; Column 6, lines 27 - 37). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Kaneko's teaching of displaying ads on mobile phones in 
Alberts' system to allow the campaign data system of Alberts to be configured to direct 
ads towards mobile phone users. 

Response to Arguments 

Applicant's arguments filed November 7, 2008 have been fully considered but 
they are not persuasive. 

The applicant argues that Alberts improved by the teachings of Eldering and 
Cezar does not disclose categorizing a categorizing a content site, categorizing 
messages, matching the messages to categorization, classifying the plurality of 
matched messages according to a target criterion, or selecting a message based on 
selection criteria, where the selection criteria comprise a price associated with the 
message. 

The examiner disagrees: 
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Alberts teaches in Col. 7, lines 22-31 teaches that each advertisement message 
gets associated with tables based on keywords or subject matter. Associating 
messages with keywords or a certain subject is considered categorizing or classifying 
those messages. Alberts teaches in Col. 7, lines 32 - 45 that the messages are 
selected for display based on the table location and "counters" where the counters are 
attempting to display the ads at a certain frequency, which can equate to the broad 
concept of "target criterion" recited in the claimed invention. 

Alberts teaches that the messages are selected based on the keywords chosen 
by the user, but does not indicate making the determination based on the site 
categorization. Cezar teaches that categorized messages like those in Alberts could be 
applied to web site of similar nature of category, which shows categorizing content sites 
and matching categorized messages to them. 

Alberts teaches in Col. 4, line 46 - Col. 5, line 6, that advertisement messages 
are selected for a reason or based on something, thus selection criteria. Alberts as 
shown in the mapped rejection does not consider price within that selection 
determination. Eldering teaches in Col. 1 1 , lines 1-11 and Col. 1 3, lines 55 - 67, 
selecting a message, where the selected message has a price associated with it and 
that the price plays some role in the selection and the message. The claim only 
requires a vague correlation between the selection, message and the price, which 
Eldering provides by selecting a message and the price for that message. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEVIN BATES whose telephone number is (571)272- 
3980. The examiner can normally be reached on 9 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272-3913. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kevin Bates/ 

Primary Examiner, Art Unit 2456 



